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DETAILED ACTION 

The indicated allowability of claims 2, 3, 7-9, and 21-23 is withdrawn in view of the 
reference(s) to Kiyoshi (JP51 38595), Street et al M Nakayama, Amarakoon, Jakubik, and 
Lee. Rejections based on these cited reference(s) follow. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-5, 28, 29, and 33-35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kiyoshi (JP51 38595) (See page 10 of this office action for the examiner 
added reference labels used for clarity in the rejection below). 

In reference to claims 1-5 and 28: 

Kiyoshi (JP51 38595) discloses the same invention including a duct (19) including 
an interior sloped side (20) creating a first opening for receiving a part (70), a second 
opening that is smaller than the first opening (71 ), and a third opening that is larger than 
the second opening (72), that the first, second, and third openings are vertically aligned 
along at least one edge (74), that the part exits the third opening in a substantially 
vertical orientation (Fig. 1 ), a machine for detaching the part form the web (25), that the 
duct is coupled to the machine so that the part is received by the first opening after 
being detached (70), that the machine includes a punch (15) and a die (18a), that the 
die includes an opening through which the part passes before the part is received in the 
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duct (73), that the interior slop is made of one of the group of polymeric material and 
polished metal (20), that the sloped side is planar (20), and that the at least one edge is 
opposite the interior sloped side (74). 
In reference to claims 29 and 33-35: 

Kiyoshi (JP51 38595) discloses the same invention including a die (18a) having a 
die opening (73), that the die comprises a substantially rectangular vertical cross 
section that allows a part to pass through (18a), a duct disposed below the die opening 
(19), that the duct includes an interior sloped side (20) that creates a first opening for 
receiving the part after the die opening (70) and a second opening that allows the part 
to pass through (71 ), that the interior slope partially obstructs a portion of the die 
opening (Fig. 1 ), that the part exits the second opening in a substantially vertical 
orientation (Fig. 1 ), a punch for detaching the part from a web (1 5), that the second 
opening is smaller than the first opening (7i), that the interior sloped side creates a third 
opening that is larger than the second opening (72), and that the first, second and third 
openings are vertically aligned along an edge opposite the interior slope (74). 
3. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Jakubik. (See 
page 1 1 of this office action for the examiner added reference labels used for clarity in 
the rejection below). 

Jakubik discloses the same invention including a duct (74) including an interior 
sloped side (83) creating a first opening for receiving a part (100), a second opening 
that is smaller than the first opening (101 ), and a third opening that is larger than the 
second opening (102), that the first, second, and third openings are vertically aligned 
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along at least one edge (Fig. 1 see response to arguments section for explanation 
below), and that the part exits the third opening in a substantially vertical orientation 
(Fig. 1). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kiyoshi (JP51 38595) in view of Amarakoon further in view of Nakayama. Kiyoshi 
(JP51 38595) discloses the invention but fails to disclose a container including an open 
end and a convex contoured end, that the open end is coupled to the duct to receive a 
part from the third opening, that the convex contoured end conforms to a curl shape of 
the part, that the container accommodates a plurality of parts with a curled shape, and 
that the container is coupled to the duct using a u-shaped channel. Amarakoon teaches 
a container including an open end (67), that the open end is coupled to the duct to 
receive a part from the third opening (67), and that the container is coupled to the duct 
using a u-shaped channel (Fig. 1). Therefore it would have been obvious to one of 
ordinary skill in the art, at the time of the invention, to have provided Kiyoshi 

(JP51 38595) with a container attached with a u-shaped channel, as taught by 
Amarakoon, to allow for the punched pieces to be stored in a removably attached 
receptacle for easier disposal. 
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Nakayama teaches a container including contoured end (40a) and that contoured 
end conforms to a curl shape of the part (24). Therefore it would have been obvious to 
one of ordinary skill in the art, at the time of the invention, to have provided Kiyoshi 
(JP51 38595) in view of Amarakoon with a container with a contoured shape end, as 
taught by Nakayama, to allow more a more efficient means of stacking. 

However, Kiyoshi (JP51 38595) in view of Amarakoon further in view of 
Nakayama fail to disclose that the contoured end has a convex shape. It would have 
been an obvious matter of design choice to make the different portions of the contoured 
end of the container of whatever form or shape was desired or expedient, in this case a 
convex shape. A change in form or shape is generally recognized as being within the 
level of ordinary skill in the art, absent any showing of unexpected results. In re Dailey 
et a/., 149 USPQ 47. It would have been obvious to have made the end of the container 
to match the shape of the part it was containing as shown in Figure 7 of Nakayama. 
6. Claims 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kiyoshi (JP51 38595) in view of Amarakoon further in view of Nakayama. Kiyoshi 
(JP51 38595) discloses the invention including a duct (19) with an interior sloped side 
(20) creating a first opening (70), a second opening smaller than the first opening (71 ), 
and a third opening larger than the second opening (72), that the first, second, and third 
openings are vertically aligned along at least one edge (74) but fails to disclose a 
container including an open end and a convex contoured end, that the open end is 
coupled to the duct to receive a part from the third opening, that the convex contoured 
end conforms to a curl shape of the part, that the container accommodates a plurality of 
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parts with a curled shape, and that the container is coupled to the duct using a u- 
shaped channel. Amarakoon teaches a container including an open end (67), that the 
open end is coupled to the duct to receive a part from the third opening (67), and that 
the container is coupled to the duct using a u-shaped channel (Fig. 1). Therefore it 
would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to have provided Kiyoshi (JP51 38595) with a container attached with a u-shaped 
channel, as taught by Amarakoon, to allow for the punched pieces to be stored in a 
removably attached receptacle for easier disposal. 

Nakayama teaches a container including contoured end (40a) and that contoured 
end conforms to a curl shape of the part (24). Therefore it would have been obvious to 
one of ordinary skill in the art, at the time of the invention, to have provided Kiyoshi 
(JP5138595) in view of Amarakoon with a container with a contoured shape end, as 
taught by Nakayama, to allow more a more efficient means of stacking. 

However, Kiyoshi (JP51 38595) in view of Amarakoon further in view of 
Nakayama fail to disclose that the contoured end has a convex shape. It would have 
been an obvious matter of design choice to make the different portions of the contoured 
end of the container of whatever form or shape was desired or expedient, in this case a 
convex shape. A change in form or shape is generally recognized as being within the 
level of ordinary skill in the art, absent any showing of unexpected results. In re Dailey 
et al., 149 USPQ 47. It would have been obvious to have made the end of the container 
to match the shape of the part it was containing as shown in Figure 7 of Nakayama. 
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7. Claims 30 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kiyoshi (JP51 38595) in view of Amarakoon. Kiyoshi (JP51 38595) discloses the 
invention but fails to disclose a container disposed below and vertically aligned with the 
second opening and that the container is coupled to the duct using a u-shaped channel. 
Amarakoon teaches a container disposed below and vertically aligned with the second 
opening (67) and that the container is coupled to the duct using a u-shaped channel 
(Fig. 1 ). Therefore it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have provided Kiyoshi (JP51 38595) with a container attached 
with a u-shaped channel, as taught by Amarakoon, to allow for the punched pieces to 
be stored in a removably attached receptacle for easier disposal. 

8. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kiyoshi 
(JP51 38595) in view of Amarakoon as applied to claims 29 and 30 above, and further in 
view of Nakayama. Nakayama teaches a container including contoured end (40a) and 
that contoured end conforms to a curl shape of the part (24). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time of the invention, to have 
provided Kiyoshi (JP51 38595) in view of Amarakoon with a container with a contoured 
shape end, as taught by Nakayama, to allow more a more efficient means of stacking. 

However, Kiyoshi (JP51 38595) in view of Amarakoon further in view of 
Nakayama fail to disclose that the contoured end has a convex shape. It would have 
been an obvious matter of design choice to make the different portions of the contoured 
end of the container of whatever form or shape was desired or expedient, in this case a 
convex shape. A change in form or shape is generally recognized as being within the 
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level of ordinary skill in the art, absent any showing of unexpected results. In re Dailey 
et a/., 149 USPQ 47. It would have been obvious to have made the end of the container 
to match the shape of the part it was containing as shown in Figure 7 of Nakayama. 

9. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kiyoshi 
(JP51 38595) in view of Jakubik. Kiyoshi (JP51 38595) discloses the invention but fails 
to disclose that the duct includes a plurality of substantially parallel interior sloped sides. 
Jakubik teaches a duct with a plurality of substantially parallel interior sloped sides (83). 
Therefore it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have provided Kiyoshi (JP51 38595) with a duct with a plurality of 
substantially parallel interior sloped sides, as taught by Jakubik, to slow the speed of the 
part exiting the duct. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1-5, 7-9, 21-23, and 28-36 have 
been considered but are moot in view of the new ground(s) of rejection. The purpose 
for the additional 102(b) rejection with Street et al. (paragraph 3 of this office action) 
was to notify the applicant of how broad this claim can be interpreted. Basically, all that 
is being claimed is a duct or chute that receives another part. The part being detached 
from a web is not positively claimed therefore any type of duct-like structure is deemed 
relevant. Also, the term "vertically aligned" is broad and can be interpreted in other 
ways. The term "aligned" is defined as: 

a lign also a line (e-lin 1 ) verb 

a ligned also a lined a lign ing a lin ing a ligns a lines verb, transitive 
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I. To arrange in a line or so as to be parallel 

Therefore, the fact that the each opening's edge are on top of one another and running 
parallel deems them as vertically aligned. 

Conclusion 

I I . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Maynard et al., Schulz, Whepley, Street et al., and Lee. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Prone whose telephone number is 703-605-4287. 
The examiner can normally be reached on 7:30-5:00, Mon - (every other) Fri. The 
Examiner notes that after November 15. 2004 the phone number switches to 571-272- 
4513. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Allan N. Shoap can be reached on 703-308-1082. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 



1 The American Heritage® Dictionary of the English Language, Third Edition copyright © 1992 by 
Houghton Mifflin Company. Electronic version licensed from INSO Corporation; further reproduction 
and distribution restricted in accordance with the Copyright Law of the United States. All rights 
reserved. 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JP 

September 15, 2004 




Allan N.Shoap 
Supervisory Patent Examiner 
Group 3700 
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